REMARKS 

Claims 1, 5-7 and 1 1-33 are pending in the application. Claims 12-27 are withdrawn from 
consideration as being drawn to a non-elected invention. Claims 2-4, 8-10 and 30-31 were 
previously canceled without prejudice or disclaimer. Claims 1,11, and 33 have been amended 
and new claim 34 is presented to better clarify what Applicants regard as the invention. Support 
for the amendments can be found throughout the specification. Particular support for the 
language of claims 1, 33, and 34 may be found in the specification, including in paragraphs 
[0087], [0093], [0095], and [0096]. Support for the language of claim 1 1 can be found in the 
specification, including in paragraphs [0093], [0094], [0095], and [0096]. In particular, with 
regard to claim 1 1, [0094] demonstrates that each of L-fucose, D-galactose, D-galactosamine, D- 
glucose, D-glucosamine, and D-mannose are present. At paragraph [0096] it is shown that 
treatment with beta-galactosidase has no effect on enzyme activity and, therefore, D-galactose is 
not essential for enzyme activity. No new matter has been added by way of these amendments. 
Thus, as a result of the foregoing amendment, claims 1, 5-7, 11, 28-29 and 32-34 are under 
consideration. Reconsideration of this application is respectfully requested. 

Rejection under 35 US.C. §112, second paragraph 

The Examiner has rejected claims 1, 2, 5-7, 9-11, 28, 29, 32 and 33 under 35 U.S.C. 
§112, second paragraph, as being indefinite. Applicants note and point out that claims 2, 9 and 
10 were cancelled in Applicants prior response, therefore, Applicants submit that the Examiner's 
rejection of dependent claims 2, 9 and 10 may be in error and request it be withdrawn. 
Applicants address the rejection of claims 1, 5-7, 1 1, 28, 29, 32 and 33 below. 

The Examiner rejects claim las indefinite, asserting that the phrase "and cleaves at the 
glutamic acid at position 9 and after the serine at position 6 of SEQ ID N0:2" is vague and 
indefinite. The Examiner states that in the phrase "at position 9" it is unclear if "at" means the 
cleavage of the bond between amino acids 8 and 9 or the bond between amino acids 9 and 10. 
Similarly, the phrase "after the serine" is alleged by the Examiner to be unclear as to whether 
"after" refers to the bond directly after the serine or a peptide bond further down the line. 
Applicants respectfully traverse the Examiner's rejection. Applicants assert that the 
specification makes clear that the cleavage location in SEQ ID N0:2 is immediately after the 
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serine at position 6 and immediately after the glutamic acid at position 9. This is evident from 
the observed peptide cleavage products, as described in Example 1, paragraph [0087], 
Applicants have amended claim 1 to clarify the language and refer to cleaving of LPXTG 
substrate peptide SEQ ID N0:2 after the serine at position 6 and after the glutamic acid at 
position 9 to generate peptide fragments TGETANPFY (SEQ ID N0:7) and TANPFY (SEQ ID 
N0:6). Applicants assert that this language is clear and specifically sets out cleavage and 
cleavage product peptides. 

Claim 33 is rejected as indefinite in the language of part h) of the claim which recites, for 
example, "wherein the enzyme cleaved after the serine . . The Examiner remarks that it is 
unclear if "after" refers to the bond directly after the serine or a peptide bond fiirther down the 
line. This rejection also applies to the language "after the glutamic acid" in part h). Applicants 
have amended claim 33, similarly as noted above for claim 1, to clarify the language and refer to 
cleaving of LPXTG substrate peptide SEQ ID N0:2 after the serine at position 6 and after the 
glutamic acid at position 9 to generate peptide fragments TGETANPFY (SEQ ID N0:7) and 
TANPFY (SEQ ID N0:6). Applicants assert that this language is clear and specifically sets out 
cleavage and cleavage product peptides. 

Claims 1 and 33 are rejected under 35 U.S.C. 1 12, second paragraph, as being incomplete 
for omitting essential structural cooperative relationship of elements, such omission amounting 
to a gap between the necessary structural connections. More particularly, the Examiner notes 
that claims 1 and 33 are drawn to carbohydrates that are "essential for enzyme activity" and 
names a Markush group of six carbohydrates. The Examiner asserts that the use of a Markush 
group implies that the carbohydrates are in the altemative and that the presence of one 
carbohydrate will satisfy the structural requirement of the enzyme for activity. According to the 
Examiner, the specification discloses at page 28, Example 6 that "all of the carbohydrates are 
essential to endopeptidase activity". The Examiner takes the position that, according to the 
instant specification, all of the carbohydrates are essential for activity. Applicants acknowledge 
and agree that the specification, including at Example 6, page 28 and in Example 5, page 27, 
demonstrates that carbohydrates are essential for catalytic activity of the enzyme of the instant 
invention. Applicants have above amended claims 1 and 33 to reflect the specification's 
description and to state with respect to the claimed enzyme that carbohydrates are essential for 
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enzyme activity. 

Based on the foregoing amendments and remarks, withdrawal of the rejections under 35 
U.S.C. §112, second paragraph, is respectfully requested. 



No fees are believed to be necessitated by the foregoing amendment and response. 
However, if this is in error, authorization is hereby given to charge Deposit Account No. 1 1-1 1 53 
for any underpayment, or credit any overages. 



Applicants believe that the foregoing amendments to the claims and arguments place the 
application in condition for allowance. Withdrawal of the rejections is respectfully requested. If 
a discussion with the undersigned will be of assistance in resolving any remaining issues, the 
Examiner is invited to telephone the undersigned at (201) 487-5800, ext. 129, to effect a 
resolution. 



Fees 



Conclusion 



Respectfully submitted, 




Christine E. Oietzel, Ph.D. 
Agent for Applicants 
Reg. No. 37,309 
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